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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments, see remarks, filed 3/3/05, with respect to the 
rejection (s)of ciaim(s) 1-29 under 35 U.S.C. 103 have been fully considered and are 
persuasive due to the common assignee statement. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made 
in view of different interpretation of the previously applied reference and new prior art. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



3. Claims 1-10, 12-17, and 19-27 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Fischer U.S. Patent 6,762,852. 

Referring to claim 1, Fischer discloses a method of selecting a printer from a 
plurality of printers to fulfill a print job of a user, the method comprising the steps of: 
registering a printing capability of the printers (S1 of Fig. 2, col. 3, lines 65-67); receiving 
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a print request for the print job from the user (S4 of Fig. 3, col. 4, lines 48-49); 
determining which of the printers have the printing capability to fulfill the print job, 
including comparing the print request for the print job with the printing capability of the 
printers (S5-S6 of Fig. 3, col. 4, lines 57-65); compiling a list of at least one of the 
printers which has the printing capability to fulfill the print job (S8 of Fig. 3); and 
presenting the list of the at least one of the printers to the user (S8 of Fig. 3, col. 5, lines 
7-14). While Fischer does not explicitly disclose compiling the list of capable printers 
before presenting the list to the user, this would be an inherent feature in Fischer's 
invention. Compiling or forming a list of capable printers would be necessary before the 
list is presented to the user, otherwise the suggestion of capable printers could not be 
made. 

Referring to claim 2, Fischer discloses the method of claim 1 , wherein the step of 
registering the printing capability includes registering the printing capability of the 
printers with a printer selection system controller (computer 20 of Fig. 1, col. 3, lines 49- 
62) (S1 of Fig. 2, col. 3, lines 65-67), wherein the step of receiving the print request 
includes receiving the print request for the print job from the user at the printer selection 
system controller (S4 of Fig. 3, col. 4, lines 48-49), and wherein the step of determining 
which of the printers have the printing capability to fulfill the print job includes 
determining via the printer selection system controller which of the printers have the 
printing capability to fulfill the print job (S5-S6 of Fig. 3, col. 4, lines 57-65). 

Referring to claim 3, Fischer discloses the method of claim 2, further comprising 
the step of: linking the user and the printer selection system controller via a 
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communication link (col. 3, lines 57-61), wherein the step of presenting the list includes 
presenting the list of the at least one of the printers to the user via the communication 
link. Fischer does not explicitly disclose presenting the list to the user via the 
communication link. For the list to be presented to the user, there must be a means to 
direct the list to the user. Fischer discloses the controller (computer 20 of Fig. 1 , col. 3, 
lines 49-62) having output devices and communication hardware, which are common 
means to direct information from a computer to a user. Output devices and 
communication hardware function as communication links. 

Referring to claim 4, Fischer discloses the method of claim 2, further comprising 
the step of: receiving a printer selection for the print job from the user at the printer 
selection system controller, wherein the printer selection includes a selected printer 
from the list of the at least one of the printers (S9 of Fig. 3, col. 5, lines 25-26). 

Referring to claim 5, Fischer discloses the method of claim 4, further comprising 
the step of: linking the user and the printer selection system controller via a 
communication link (col. 3, lines 57-61), wherein the step of receiving the printer 
selection includes receiving the printer selection for the print job from the user via the 
communication link. Fischer does not explicitly disclose receiving the printer selection 
from the user via the communication link. For the printer selection to be received from 
the user, there must be a means to direct the printer selection to the controller. Fischer 
discloses the controller (computer 20 of Fig. 1, col. 3, lines 49-62) having input devices 
and communication hardware, which are common means to direct information from a 



Application/Control Number: 09/873,653 Page 5 

Art Unit: 2624 

user to a computer. Input devices and communication hardware function as 
communication links. 

Referring to claim 6, Fischer discloses the method of claim 4, further comprising 
the step of: distributing the print request to the selected printer (S10 of Fig. 3, col. 5, 
lines 27-32). 

Referring to claim 7, Fischer discloses the method of claim 6, further comprising 
the step of: linking the printers and the printer selection system controller via a 
communication link (communication cable 32 of Fig. 1, col. 3, lines 37-40), wherein the 
step of distributing the print request includes distributing the print request to the selected 
printer via the communication link. While Fischer does not explicitly disclose distributing 
the printer request to the selected printer via a communication link, this would be an 
inherent feature in Fischer's invention. For the print request to be received at the 
printer, there must be a means to direct the print request to the printer. Further, Fischer 
discloses a communication cable, which is a common means to direct information from 
a controller to a printer, and functions as a communication link. 

Referring to claim 8, Fischer discloses the method of claim 1 , further comprising 
the step of: presenting to the user a user interface including at least one input field 
representing at least one option for the print job, wherein the step of receiving the print 
request includes receiving at least one attribute for the print job as specified with the at 
least one input field of the user interface (S4 of Fig. 3, col. 4, lines 48-55). 

Referring to claim 9, Fischer discloses the method of claim 1 , wherein the step of 
receiving the print request includes receiving at least one of a number of copies, a print 



Application/Control Number: 09/873,653 Page 6 

Art Unit: 2624 

medium, a printing quality option, a printing layout, a color printing option, a finishing 
option, a printer location, a printing priority, and an archive option for the print job (S4 of 
Fig. 3, col. 4, lines 48-55). 

Referring to claim 10, Fischer discloses the method of claim 2, further comprising 
the step of: linking the user and the printer selection system controller via a 
communication link (col. 3, lines 57-61), wherein the step of receiving the print request 
includes receiving the print request for the print job from the user via the communication 
link. Fischer does not explicitly disclose receiving the print request from the user via the 
communication link. For the print request to be received from the user, there must be a 
means to direct the print request to the controller. Fischer discloses the controller 
(computer 20 of Fig. 1 , col. 3, lines 49-62) having input devices and communication 
hardware, which is a common means to direct information from a user to a computer. 
Input devices and communication hardware function as communication links. 

Referring to claim 12, Fischer discloses the method of claim 2, further comprising 
the step of: linking the printers and the printer selection system controller via a 
communication link (communication cable 32 of Fig. 1, col. 3, lines 37-40), wherein the 
step of registering the printing capability includes registering the printing capability of the 
printers with the printer selection system controller via the communication link. While 
Fischer does not explicitly disclose registering the printing capacity via a communication 
link, this would be an inherent feature in Fischer's invention. For the print capacity to be 
received at the controller, there must be a means to direct the printing capacity from the 
printer to the controller. Further, Fischer discloses a communication cable, which is a 
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common means to direct information from a printer to a controller, and functions as a 
communication link. 

Referring to claim 13, Fischer discloses the method of claim 1, wherein the step 
of registering the printing capability (S1 of Fig. 2, col. 3, lines 65-67) includes registering 
at least one of an identification, a print medium capability, a print quality capability, a 
printing layout capability, a color printing capability, a finishing capability, a printing 
speed, a printer queue, and an archive printing capability of the printers (col. 4, lines 51- 
55). 

Referring to claim 14, Fischer discloses a computer-readable medium having 
computer-executable instructions for performing a method of selecting a printer from a 
plurality of printers to fulfill a print job of a user (col. 1 , lines 58-65), the method 
comprising the steps of: registering a printing capability of the printers (S1 of Fig. 2, col. 

3, lines 65-67); receiving a print request for the print job from the user (S4 of Fig. 3, col. 

4, lines 48-49); determining which of the printers have the printing capability to fulfill the 
print job, including comparing the print request for the print job with the printing 
capability of the printers (S5-S6 of Fig. 3, col. 4, lines 57-65); compiling a list of at least 
one of the printers which has the printing capability to fulfill the print job (S8 of Fig. 3); 
and presenting the list of the at least one of the printers to the user (S8 of Fig. 3, col. 5, 
lines 7-14). While Fischer does not explicitly disclose compiling the list of capable 
printers before presenting the list to the user, this would be an inherent feature in 
Fischer's invention. Compiling a list of capable printers would be necessary before 
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presenting the list to the user, otherwise the suggestion of capable printers could not be 
made. 

Referring to claim 15, Fischer discloses the computer-readable medium of claim 

14, wherein the method further comprises: receiving a printer selection for the print job 
from the user, wherein the printer selection includes a selected printer from the list of 
the at least one of the printers (S9 of Fig. 3, col. 5, lines 25-26). 

Referring to claim 16, Fischer discloses the computer-readable medium of claim 

15, wherein the method further comprises: distributing the print request to the selected 
printer (S10 of Fig. 3, col. 5, lines 27-32). 

Referring to claim 17, Fischer discloses the computer-readable medium of claim 
14, wherein the method further comprises: presenting to the user a user interface 
including at least one input field representing at least one option for the print job, 
wherein receiving the print request includes receiving at least one attribute for the print 
job as specified with the at least one input field of the user interface (S4 of Fig. 3, col. 4, 
lines 48-55). 

Referring to claim 19, Fischer discloses a system for selecting a printer from a 
plurality of printers to fulfill a print job of a user, the system comprising: a memory 
device (memory 28 of Fig. 1) configured to have a printing capability of the printers 
stored therein (col. 4, lines 30-33); and a processor (processor 30 of Fig. 1) adapted to 
compare a print request for the print job with the printing capability of the printers to 
determine which of the printers have the printing capability to fulfill the print job (S5-S6 
of Fig. 3, col. 4, lines 57-65), wherein the processor is adapted to compile a list of at 
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least one of the printers which has the printing capability to fulfill the print job (S8 of Fig. 
3, col. 5, lines 7-9). While Fischer does not explicitly disclose compiling the list of 
capable printers before presenting the list to the user, this would be an inherent feature 
in Fischer's invention. Compiling a list of capable printers would be necessary before 
presenting the list to the user, otherwise the suggestion of capable printers could not be 
made. 

Referring to claim 20, Fischer discloses the system of claim 19, wherein the 
memory device and the processor are included in a printer selection system controller 
(computer 20 of Fig. 1, col. 3, lines 49-62), wherein the printer selection system 
controller is adapted to receive the print request for the print job from the user (S4 of 
Fig. 3, col. 4, lines 48-49) and present the list of the at least one of the printers to the 
user (S8 of Fig. 3, col. 5, lines 7-9). 

Referring to claim 21, Fischer discloses the system of claim 20, further 
comprising: a communication link configured to link the printer selection system 
controller and the user (col. 3, lines 57-61), wherein the printer selection system 
controller is adapted to receive the print request for the print job from the user via the 
communication link and present the list of the at least one of the printers to the user via 
the communication link. While Fischer does not explicitly disclose receiving the print 
request or presenting the list to the user via a communication link, this would be an 
inherent feature in Fischer's invention. For the controller to interact with the user, there 
must be a means to direct information between the controller and the user. Further, 
Fischer discloses the controller (computer 20 of Fig. 1 , col. 3, lines 49-62) having input 
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devices, output devices, and communication hardware, which are common means to 
direct information between a computer and a user. Input devices, output devices, and 
communication hardware function as communication links. 

Referring to claim 22, Fischer discloses the system of claim 20, wherein the 
printer selection system controller is adapted to receive a printer selection for the print 
job from the user, the printer selection including a selected printer from the list of the at 
least one of the printers (S9 of Fig. 3, col. 5, lines 25-26), wherein the printer selection 
system controller is adapted to distribute the print request for the print job to the 
selected printer (S10 of Fig. 3, col. 5, lines 27-32). 

Referring to claim 23, Fischer discloses the system of claim 22, further 
comprising: a communication link configured to link the printer selection system 
controller and the printers (communication cable 32, col. 3, lines 37-40), wherein the 
printer selection system controller is adapted to distribute the print request for the print 
job to the selected printer via the communication link. While Fischer does not explicitly 
disclose distributing the print job via a communication link, this would be an inherent 
feature in Fischer's invention. For the print job to be received at the printer, there must 
be a means to direct the print job from the controller to the printer. Further, Fischer 
discloses a communication cable, which is a common means to direct information from 
a controller to a printer, and functions as a communication link. 

Referring to claim 24, Fischer discloses the system of claim 23, wherein the 
printer selection system controller is adapted to receive the printing capability of the 
printers from the printers via the communication link (communication cable 32, col. 3, 
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lines 37-40). While Fischer does not explicitly disclose receiving the printing capacity 
via a communication link, this would be an inherent feature in Fischer's invention. For 
the print capacity to be received at the controller, there must be a means to direct the 
printing capacity from the printer to the controller. Further, Fischer discloses a 
communication cable, which is a common means to direct information from a printer to a 
controller, and functions as a communication link. 

Referring to claim 25, Fischer discloses the system of claim 19, wherein the 
printing capability of the printers includes at least one of an identification, a print 
medium capability, a printing quality capability, a printing layout capability, a color 
printing capability, a finishing capability, a printing speed, a printer queue, and an 
archive capability of the printers (col. 4, lines 48-55). 

Referring to claim 26, Fischer discloses the system of claim 19, further 
comprising: a user interface including at least one input field representing at least one 
option for the print job, wherein the user interface includes at least one of a number of 
copies, a print medium, a printing quality option, a printing layout, a color printing option, 
a finishing option, a printer location, a printing priority, and an archive field (S4 of Fig. 3, 
col. 4, lines 48-55). 

Referring to claim 27, Fischer discloses the system of claim 19, wherein the print 
request includes at least one of a number of copies, a print medium, a printing quality 
option, a printing layout, a color printing option, a finishing option, a printer location, a 
printing priority, and an archive option for the print job (S4 of Fig. 3, col. 4, lines 48-55). 
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4. Claims 1,14, and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Amarger et al. Pub. No. US 2003/0035122. 

Referring to claim 1 , Amarger et al. disclose a method of selecting a printer from 
a plurality of printers to fulfill a print job of a user, the method comprising the steps of: 
registering a printing capability of the printers (page 5, paragraph 127-134); receiving a 
print request for the print job from the user (1300 of Fig. 10, page 6, paragraph 152); 
determining which of the printers have the printing capability to fulfill the print job, 
including comparing the print request for the print job with the printing capability of the 
printers (1400 of Fig. 10, page 6, paragraph 157); compiling a list of at least one of the 
printers which has the printing capability to fulfill the print job (1400 of Fig. 10, page 6, 
paragraph 157); and presenting the list of the at least one of the printers to the user 
(1910 of Fig. 10, page 6, paragraph 161). 

Referring to claim 14, Amarger et al. disclose a computer-readable medium 
having computer-executable instructions for performing a method of selecting a printer 
from a plurality of printers to fulfill a print job of a user (page 3, paragraph 82-83), the 
method comprising: registering a printing capability of the printers (page 5, paragraph 
127-134); receiving a print request for the print job from the user(1300 of Fig. 10, page 
6, paragraph 152); determining which of the printers have the printing capability to fulfill 
the print job, including comparing the print request for the print job with the printing 
capability of the printers (1400 of Fig. 10, page 6, paragraph 157); compiling a list of at 
least one of the printers which has the printing capability to fulfill the print job (1400 of 
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Fig. 10, page 6, paragraph 157); and presenting the list of the at least one of the 
printers to the user (1910 of Fig. 10, page 6, paragraph 161). 

Referring to claim 19, Amarger et al. disclose a system for selecting a printer 
from a plurality of printers to fulfill a print job of a user, the system comprising: a 
memory device configured to have a printing capability of the printers stored therein 
(page 7, paragraph 184-185); and a processor (page 9, paragraph 251) adapted to 
compare a print request for the print job with the printing capability of the printers to 
determine which of the printers have the printing capability to fulfill the print job (1400 of 
Fig. 10, page 6, paragraph 157), wherein the processor is adapted to compile a list of at 
least one of the printers which has the printing capability to fulfill the print job (1400 of 
Fig. 10, page 6, paragraph 157). 



Claim Rejections - 35 USC § 103 

5. Claims 2 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Amarger et al. Pub. No. US 2003/0035122 as applied to claims 1 and 19 above, and 
further in view of Mitani Pub. No. US 2003/0184791. 

Referring to claim 2, Amarger et al. disclose the step of registering the printing 
capability, the step of receiving the print request, and the step of determining which of 
the printers have the printing capability to fulfill the print job. Amarger et al. do not 
disclose expressly a print selection system controller. Mitani discloses a print controller 
that selects among print servers (page 1 , paragraph 13). Amarger et al. and Mitani are 
combinable because they are from the same field of printing network systems. At the 
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time of the invention, it would have been obvious to a person of ordinary skill in the art 
to utilize the print controller of Mitani to perform the steps of Amarger et al. The 
motivation for doing so would have been provide a central device to obtain and manage 
printer characteristics as opposed to multiple computers. Therefore, it would have been 
obvious to combine Mitani with Amarger et al. to obtain the invention as specified in 
claim 2. 

Referring to claim 20, Amarger et al. disclose a memory device, a processor, the 
step of registering the printing capability, the step of receiving the print request, and the 
step of determining which of the printers have the printing capability to fulfill the print 
job. Amarger et al. do not disclose expressly a print selection system controller. Mitani 
discloses a print controller that selects among print servers (page 1 , paragraph 13). 
Amarger et al. and Mitani are combinable because they are from the same field of 
printing network systems. At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to utilize the print controller of Mitani to perform the 
steps of Amarger et al. The motivation for doing so would have been provide a central 
device to obtain and manage printer characteristics as opposed to multiple computers. 
Therefore, it would have been obvious to combine Mitani with Amarger et al. to obtain 
the invention as specified in claim 20. 



6. Claims 11, 28, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Amarger et al. Pub. No. US 2003/0035122 and Mitani Pub. No. US 
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2003/0184791 as applied to claims 2 and 20 above, and further in view of Mastie et al. 
U.S. Patent 6,515,756. 

Referring to claims 1 1 and 28, Amarger et al. disclose a print request but do not 
disclose expressly associating a data file with a print request. Mastie et al. discloses 
associating a data file with a print job (col. 2, lines 60-62). Amarger et al., Mitani, and 
Mastie et al. are combinable because they are from the same field of processing of 
printing data. At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to associate a data file with a print job as disclosed by Mastie et 
al. with the printer system of Amarger et al. The motivation for doing so would have 
been to provide complex fonts, graphics, and image handling capabilities required by 
today's applications. Therefore, it would have been obvious to combine Mastie et al. 
with Amarger et al. and Mitani to obtain the invention as specified in claim 1 1 . 

Referring to claim 29, Amarger et al. disclose receiving a printer selection for the 
print job from the user (1300 of Fig. 10, page 6, paragraph 152) and distributing the print 
request to the selected printer (1900 of Fig. 10, page 6, paragraph 161). Mitani 
discloses a print controller that selects among print servers (page 1 , paragraph 13). 
Amarger et al. and Mitani do not disclose expressly associating a data file with a print 
request. Mastie et al. discloses associating a data file with a print job (col. 2, lines 60- 
62). Amarger et al., Mitani, and Mastie et al. are combinable because they are from the 
same field of processing of printing data. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to associate a data file with a print 
job as disclosed by Mastie et al. with the printer system of Amarger et al. The 
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motivation for doing so would have been to provide complex fonts, graphics, and image 
handling capabilities required by today's applications. Therefore, it would have been 
obvious to combine Mastie et al. with Amarger et al. and Mitani to obtain the invention 
as specified in claim 29. 

7. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Amarger 
et al. Pub. No. US 2003/0035122 as applied to claim 14 above, and further in view of 
Mastie etal. U.S. Patent 6,515,756. 

Referring to claim 18, Amarger et al. disclose a print request but do not disclose 
expressly associating a data file with a print request. Mastie et al. discloses associating 
a data file with a print job (col. 2, lines 60-62). Amarger et al. and Mastie et al. are 
combinable because they are from the same field of processing of printing data. At the 
time of the invention, it would have been obvious to a person of ordinary skill in the art 
to associate a data file with a print job as disclosed by Mastie et al. with the printer 
system of Amarger et al. The motivation for doing so would have been to provide 
complex fonts, graphics, and image handling capabilities required by today's 
applications. Therefore, it would have been obvious to combine Mastie et al. with 
Amarger et al. to obtain the invention as specified in claim 18. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter K. Huntsinger whose telephone number is 
(571)272-7435. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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